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This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
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the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks; or allied subjects; with references to the official or 
other reports, if any, in which the.cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from:the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the: material con- 
tained: in it. 

It is intended primarily for. the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price iss FIVE DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TWENTY-FIVE SHILLINGS. 
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Wornova Mre. Co., Inc. v. McCawtey & Co., Inc. 
(11 F. [2d] 465) 


United States Circuit Court of Appeals, Second Circuit 


March 26, 1926 


Trape-MarKs—“WornNova” Anvb “Sirpova” ror GarMENTs HeEtp too De- 
SCRIPTIVE TO BE Vatip Trapve-Marks. 

The word “Wornova,’ applied to garments manufactured by 
plaintiff and intended to convey idea of being worn over the body, 
and the word “Slipova,” applied to garments manufactured by de- 
fendant to convey idea of being slipped over the body, are too de- 
scriptive to be valid trade-marks. 

Same—Same—Uwnrair ComMpetition—THeE Worp “Wornova,” APppLieD TO 
Ciorninc, Hetp not so SimiLtar TO Worp “Surpova,” atso APPLIED 
to CLoTHING, as To ConstitutE Unratr Competition. 

The word “Wornova,” applied to children’s play clothing manu- 
factured by plaintiff, held not so similar in appearance or sound to 
the word “Slipova,” applied to clothing manufactured for ordinary 
wear by defendant, as to constitute unfair competition. 

Unrair CompetiTionN—DEFINeED. 

The essence of unfair competition is that a defendant is palming 
off his goods as merchandise of another, and if he so conducts his 
business as not to palm off his goods as those of complainant, he 
cannot be enjoined. 

Same—Same—No Insunction 1F Goons Are DistiNGuIsHABLE TO ORDINARY 
PURCHASER. 

A court of equity will not interfere, on ground that defendant’s 
goods are so similar to plaintiff's goods as to constitute unfair com- 
petition, where ordinary attention by purchaser would enable him 
at once to discriminate one article from the other. 

Same—SamMe—MiIsREPRESENTING Puatntirr’s Bustness 1N Letrers To Lat 
TER’s Customers ENJOINED. 

In absence of valid trade-mark in word “Slipova,’ applied to 
clothing manufactured by defendant, plaintiff was entitled to injunc- 
tion restraining defendant from sending letters to former’s customers, 
representing that plaintiff's symbol infringed defendant’s trade-mark. 


> 





In equity. Action for infringement of copyright and unfair 
competition. Decree for plaintiff. Defendant appeals. Reversed. 


Everett, Clarke § Benedict, of New York City (Herman 8S. 
Hertwig, of New York City, and William H. Surratt, of 
Baltimore, Md., of counsel), for appellant. 

Emil Weitzner, of New York City, for appellee. 


Before Rocers, Hoven, and Manton, Circuit Judges. 
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Manton, Circuit Judge.: Appellee, a New York corporation, 
had issued to it the trade-mark ““Wornova” on September 12, 1922. 
The appellant, a Maryland corporation, had issued to it the trade- 
mark “Slipova” on March 5, 1918. The appellee manufactures 
play clothes for children, including such garments as Indian suits, 
cowboy suits, scout suits, baseball suits, and overalls. About 90 
per cent. of its business is the manufacture and sale of Indian and 
cowboy suits. The appellant is a much larger firm than the appellee, 
employing some 1,700 laborers, with 10 factories, and engaged in 
business throughout the country. It manufactures and sells cloth- 
ing for children, and since 1918 manufactures clothing for adults. 
The appellee’s manufactured products are principally play clothes 
for children, while the appellant’s are designed principally for 
ordinary wear. 

After final hearing, the decree entered below adjudged that 
the appellee had a valid copyright or trade-mark in the word sym- 
bol ‘““Wornova,” and that the appellant violated the appellee’s rights 
in this trade-mark by making written and ora] representations to 
the customers of the appellee that the word symbol “Wornova’’ 
was infringing the appellant’s trade-mark, consisting of the word 
symbol “Slipova,” and that it was engaged in unfair competition 
with the appellee. It restrained the appellant from infringing the 
trade-mark in any manner whatsoever, and decreed that the appel- 
lant be perpetually enjoined and restrained from interfering with 
the use of the appellee’s trade-mark “Wornova,” and otherwise 
interfering with the sale of appellee’s clothes to its customers, by 
means of sending letters or communications, written or oral, to the 
appellee’s customers. It decreed that the appellee’s trade-mark 
does not infringe in any manner whatsoever the appellant’s trade- 
mark “Slipova.” 

Because we believe that neither the appellant nor the appellee 
have a valid trade-mark in either the word symbol “Wornova”’ or 
the word symbol “Slipova,’ the decree below must be reversed. 
The word symbol “Slipova” was intended to designate the idea 
of a garment being slipped over the body, and the word symbol 
“Wornova” intended to designate the idea of being worn over the 
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body. Both are descriptive, more than suggestive, and neither may 
be claimed as trade-marks. Mirrolike Mfg. Co. v. De Voe & Rey- 
nolds Co. (D. C.) 8 F. (2d) 846 [13 T. M. Rep. 425]. They 
describe the garment and its use, and apprise the customer, one 
that it might be slipped over the body, and the other that it might 
be worn over the body. See In re Stephens-Adamson Mfg. Co., 
262 F. 635, 49 App. D. C. 181 [10 T. M. Rep. 91]; Holeproof 
Hosiery Co. v. Wallach Bros., 172 F. 859, 97 C. C. A. 268 [2 T. M. 
Rep. 153]; William Waltke § Co. v. Schafer & Co., 268 F. 650, 
19 App. D. C. 254 [10 T. M. Rep. 246]; Fairbank Co. v. Central 
Lard Co. (C. C.) 64 F. 1388. 

Nor does the appellee’s use of the word symbol “Wornova” 
for children’s clothing constitute unfair competition with the appel- 
lant. They are not deceptively similar, either in appearance or 
sound. The essence of wrong of unfair competition is that a de- 
fendant is palming off its goods as the merchandise of another. 
If a defendant so conducts his business as not to palm off his goods 
as those of the complainant, he cannot be enjoined. Rouss v. 
Winchester (C. C. A.) 300 F. 706 [14 T. M. Rep. 159]. There 
is no similarity sufficient to create a false impression in the use 
of these words; their character would not mislead or deceive any 
ordinary purchaser in the exercise of ordinary care and caution, 
particularly bearing in mind the character of business carried on 
by each of the litigants. ‘There is no reason why injury should 
occur to either, and there is no injured party to redress. 

A court of equity will not interfere where ordinary attention 
by the purchaser of the article would enable him at once to dis- 
criminate one from the other. McLean v. Fleming, 96 U. S. 245, 
24 L. Ed. 828. And where, as here, the name is sufficiently dis- 
tinctive to avoid that misconception of the article of clothing, there 
can be no unfair competition. Valvoline Oil Co. v. Hawvoline 
(D. C.) 211 F. 189 [4 T. M. Rep. 257]; Moore v. Auwell (C. C.) 
172 F. 508, affd. 178 F. 543, 102 C. C. A. 58; Larson v. Wrigley, 
253 F. 915, 166 C. C. A. 14 [9 T. M. Rep. 77]. Where dishonest 
and disingenious simulation of a plaintiff's trade-mark is involved, 


and there is a mere different spelling of the name, the situation is 
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different. Neither name here sounds alike. They do not look 
alike, and the way in which the words are used gives no similar 
ocular impression. See American Grocery Co. v. Sloan (C. C.) 
68 F. 539; Ohio Baking Co. v. National Biscuit Co., 127 F. 116, 
62 C. C. A. 116; Enoch Morgan’s Sons Co. v. Ward, 152 F. 690, 
81 C. C. A. 616, 12 L. R. A. (N. S.) 729; Florence Mfg. Co. v. 
Dowd & Co., 178 F. 78, 101 C. C. A. 565 [1 T. M. Rep. 289] 
National Biscuit Co. v. Baker (C. C.) 95 F. 185. 

However, a court of equity, under the circumstances, can and 
should restrain the appellant from unfairly competing in a similar 
line of manufacture in sending letters of the character disclosed 
in the record to appellee’s customers In the absence of a valid 
trade-mark for the word symbol] “Slipova,” the letters were un- 
justified and were the essence of unfair competition. 

A decree will be entered in conformity with this opinion, re- 
straining the appellant from letter writing of the character dis- 
closed by the record to the appellee’s customers. In other respects, 
the decree will be reversed. 

Decree reversed. 


ScCHLESINGER Vv. OPPENHEIM CiGar Co. 
(11 F. [2a] 773) 


Circuit Court of Appeals, Fifth Circuit 
February 8, 1926 


Trape-Marks—Uwnrair CompPetitioN—Worp “Cnarwies,’ Not Usep 1n Par- 
TICULAR MANNER OR IN ASSOCIATION WITH Portrait oF INDIVIDUAL 
not SuBJsEct TO REGISTRATION. 

The name “Charlies,” applied to candies, is not subject to regis- 
tration as trade-mark when not sought under 10-year _ provision 
of Act of February 20, 1905, unless used in particular manner 
or in association with portrait of individual, although the word has 
customarily been used otherwise than as given name or surname of 
person. 


_ In equity. Suit for alleged infringement of trade-mark. From 
a decree dismissing the bill, plaintiff appeals. Affirmed. 





shh. 


en Leable 


A Ro Ft Ste EMA LIC Ct 


Ce 





SCHLESINGER V. OPPENHEIM CIGAR CO. 375 


Harold Hirsch and A. A. Meyer, both of Atlanta, Ga., for 
appellant. 

Albert E. Mayer, of Atlanta, Ga., and J. L. Fuller, of Peoria, 
Ill., for appellee. 


Before Wacker, Bryan, and Foster, Circuit Judges. 


Waker, Circuit Judge: This is an appeal from a decree 
dismissing the bill, filed by the appellant, and which complained 
of the alleged infringement of a claimed trade-mark, consisting of 
the word or name “Charlies,” applied to candies and registered as 
a trade-mark in the United States Patent Office on December 19, 
1916. The exercise of the court’s jurisdiction was invoked, and 
relief was sought only on the ground that alleged conduct of the 
appellee constituted an infringement of the trade-mark claimed 
by appellant; diversity of citizenship not being alleged, and the 
right to maintain the suit because of unfair competition not being 
claimed. 

The word or name “Charlies” is either the possessive or plural 
of a nickname or substitute for Charles, the given name or surname 
of an individual. We are of opinion that a mark consisting only 
of that word or name is not subject to registration as a trade-mark 
when, as in the instant case, registration was not sought under the 
10-year provision of amended Section 5 of the Trade-Mark Act 
of February 20, 1905. 33 Stat. 725; 34 Stat. 1251; 37 Stat. 649 
(Comp. St. § 9490). That statute (Section 5) provides “that no 
mark which consists merely in the name of an individual, * * * 
not written, printed, impressed, or woven in some particular or 
distinctive manner, or in association with a portrait of the indi- 
vidual, * * * shall be registered under the terms of this act.” This 
means that a name of an individual is not permitted to be regis- 
tered as a trade-mark unless it is written, printed, impressed, or 
woven in some particular or distinctive manner, or in association 
with a portrait of the individual. What is forbidden is the regis- 
tration of a mark consisting merely (only) of the name of an indi- 
vidual. Beckwith v. Commissioner of Patents, 40 S. Ct. 414, 252 
U. S. 538, 64 L. Ed. 705 [10 T. M. Rep. 255]. 
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The statute distinguishes between the use of a name, without 
regard to the manner of disclosing it, and the use of the same 
name when written, printed, impressed, or woven in some par- 
ticular or distinctive manner or in association with a portrait of an 
individual. The words “no mark which consists merely in the 
name of an individual” cannot properly be given the same meaning 
as would have been conveyed if, instead thereof, there had been 
used some such words as “no mark which consists of a word which 
is only the name of an individual,” or “no mark consisting of a 
word which is used exclusively as the name of an individual.” The 
language of the statute negatives the existence of an intention to 
permit the registration as a trade-mark of the name of an individual 
when not disclosed in some particular or distinctive manner, or in 
association with a portrait of an individual, if that name is also 
a word having another or other meanings, being used to designate 
a thing or things, as well as a person or persons. 

It follows that it is not material that dictionaries show that 
the word “Charlie,” in addition to being a nickname or substitute 
for Charles, has customarily been used otherwise than as the given 
name or surname of a person. 

The decree is affirmed. 


PuuirzeEr Pur. Co. v. Houston Printina Co. 
(11 F. [2d] 834) 


United States Circuit Court of Appeals, Fifth Circuit 
February 26, 1926 


Trape-Marks—Unrair CompetitioN—DescripTivE TERMS. 
No one is entitled to exclusive use of trade-mark consisting merely 
of words describing qualities or characteristics of article. 
Same—Same—Cuaim To Revier AGarnst Use or Name “Post-Dispatcu” 
not SusTainep Wuere Exciusive Use Unpner Ten-year CLavuse 
Was not SHown. 
Under Trade-Mark Act of 1905, claim to relief on ground of 
trade-mark infringement by use of name “Post-Dispatch” for news- 
+ paper was not sustained, where it was not shown that plaintiff had 
exclusive use of such name in interstate or foreign commerce for 
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10 years next preceding February 20, 1905, as required to register 
trade-mark of name describing newspaper, without indicating whose 
it was. 

Same—SaME—REviEF—REwIEF ON GrouND oF UnFairn ComMpETITION—Svs- 

STANTIAL INJuRY NECESSARY. 

Relief on ground of unfair competition cannot be awarded, with- 
out proof of wrongful conduct and at least probable substantial 
injury to business of complaining party. 

In equity. Suit to restrain alleged trade-mark infringement. 
From a decree dismissing the bill, plaintiff appeals. Affirmed. 
For opinion below, see 15 T. M. Rep. 348. 


John F. Green, of St. Louis, Mo., and W. O. Huggins, of 
Houston, Tex., for appellant. 

Walter H. Walne, of Houston, Tex. (Walter H. Walne, C. R. 
Wharton, and Brady Cole, all of Houston, Tex., on the 
brief), for appellee. 


Before Waker, Bryan, and Foster, Circuit Judges. 

Wacker, Circuit Judge: This is an appeal from a decree 
dismissing appellant’s bill in equity, which sought to restrain alleged 
trade-mark infringement and unfair competition by the continuance 
of the use by the appellee of the words “Post-Dispatch” as the 
name of its newspaper, which is published at Houston, Tex. The 
bill contained allegations to the effect that in 1878 appellant adopted 
the words “Post-Dispatch” as the trade-mark or trade-name of 
its daily and Sunday newspaper, published at St. Louis, Mo.; 
that appellant has continuously used that trade-mark since its 
adoption; that, on appellant’s application, it was admitted to regis- 
tration in the United States Patent Office on July 10, 1924; and 
that appellee, after acquiring control of two newspapers published 
in Houston, Tex., called, respectively, the “Post,’ and the “Dis- 
patch,” in August, 1924, combined or consolidated them under the 
name of the “Post-Dispatch,’ or the “Houston Post-Dispatch,” 
and since that time has published, circulated, and distributed its 
newspaper under that name. 

Evidence adduced showed the following: In the year 1878, 
Joseph Pulitzer, through whom appellant holds, acquired control 
of two daily newspapers in St. Louis, one called the “Post” and 
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the other the “Dispatch.” Soon after those two papers were con- 
solidated in December, 1878, the name “Post-Dispatch” was given 
to the consolidated paper. Since long prior to 1878 the words 
“Post” and “Dispatch” have been in common use throughout the 
English-speaking world as names for newspapers; many papers 
having different owners being designated by each of those names. 
At the time of the trial of this case approximately one out of every 
14 daily newspapers sold in the United States was called the ‘“‘Post’’ 
or the “Dispatch,” or had a name of which one of those words 
is a part. 

Since long prior to 1878 it has been a common practice through- 
out the United States for a newspaper formed by the consolidation 
of two papers to be given a name consisting of the names of the 
former papers separated by a hyphen, as the “Post-Dispatch,” 
the ““Globe-Democrat,” the “Courier-Journal,” the ‘“Times-Picay- 
une,” etc. Such names have come to signify newspapers which 
are successors of two or more publications which have been merged 
into one. Since 1897 a weekly newspaper called the “Dardanelle 
Post-Dispatch” has been continuously published at Dardanelle, 
Ark., its circulation being mostly in Yell County, Ark., some copies 
of it going to subscribers and exchanges in other states. For sev- 
eral years prior to the institution of this suit three other news- 
papers having the name ‘Post-Dispatch’ have been continuously 
published in Pennsylvania, Colorado, and North Carolina, respect- 
ively. 

Appellant’s paper, styled at the top of each page “St. Louis 
Post-Dispatch,” is essentially different in type, get-up, and general 
appearance from appellee’s paper, which is called the “Houston 
Post-Dispatch.” The Sunday edition of the “St. Louis Post-Dis- 
patch” is printed several days prior to its date of issue. The 
Sunday editions of each of those papers were sold at a number 
of newsstands in the territory in which the “Houston Post-Dis- 
patch” circulates. Frequently customers asked for the “Post-Dis- 
patch,” without indicating whether the paper desired was the “St. 
Louis Post-Dispatch” or the “Houston Post-Dispatch,” and, to 
avoid a mistake, the dealer asked which paper was wanted. No 
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evidence adduced tended to prove that anyone bought appellee’s 
paper when he intended to get appellant’s. The circulation of the 
week-day issues of the “St. Louis Post-Dispatch” in any territory 
reached by the “Houston Post-Dispatch” is negligible. 

When the appellant adopted for its newspaper the name “‘Post- 
Dispatch,” and before and since that time, that name indicated a 
newspaper which was the result of the combination or consolidation 
of two previously existing newspapers, one called the “Post” and 
the other the “Dispatch,” but did not by itself indicate what news- 
papers called, respectively, the “Post” and the “Dispatch,” were 
consolidated, or the ownership of the paper resulting from the con- 
solidation. The name was and is so far descriptive that its adop- 
tion is to be regarded as having been for a purpose other than a 
reference to or indication of the origin or ownership of the news- 
paper to which it was given. It was settled long prior to the Trade- 
Mark Act of February 20, 1905 (33 Stat. 728 [Comp. St. § 9485 
et seq.]), that one is not entitled to the exclusive use of a trade- 
mark consisting merely of words which are descriptive of the quali- 
ties or characteristics of an article of trade. Columbia Mill Co. v. 
Alcorn, 14 S. Ct. 151, 150 U. S. 460, 87 L. Ed. 1144; United Drug 
Co. v. Rectanus, 89 S. Ct. 48, 248 U. S. 90, 68 L. Ed. 141 [9 T. M. 
Rep. 1]; Warner & Co. v. Lilly & Co., 44 S. Ct. 615, 265 U. S. 
526, 68 L. Ed. 1161 [14 T. M. Rep. 247]; Searle §& Hereth Co. 
v. Warner, 112 F. 674, 50 C. C. A. 321. 

Under Section 5 of the just-mentioned act (Comp. St. § 9490), 
the fact that a word, when it was first used to designate an article, 
was descriptive of it, or indicative of its character or qualities, 
does not prevent the registration of that word as a trade-mark, if, 
in foreign or interstate commerce, it was in actual and exclusive 
use as a trade-mark of the applicant or his predecessors in title for 
10 years next preceding February 20, 1905. That provision evi- 
dences the intention of Congress to recognize such exclusive use 
for the period mentioned as a sufficient assurance that the word 
had acquired a secondary meaning as the designation of the origin 
or ownership of the goods to which it was affixed. Thaddeus Davids 
Co. v. Davids, 34 S. Ct. 648, 288 U. S. 461, 470, 58 L. Ed. 1046, 
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Ann. Cas. 1915B, 322 [4 T. M. Rep. 175]. Appellant did not 
have exclusive use in interstate or foreign commerce cf the name 
“Post-Dispatch” for a newspaper for 10 years next preceding Feb- 
ruary 20, 1905, nor at any time subsequent to that date and prior 
to the bringing of this suit. A prior exclusive use for the period 
mentioned was a prerequisite to an effective registration as a trade- 
mark of a name or word which by itself at the time of its adoption 
described or meant a newspaper without indicating whose news- 
paper it was. The claim to relief on the ground of trade-mark 
infringement was not sustainable, because appellant failed to prove 
a state of facts entitling it to the exclusive use of the words “Post- 
Dispatch” as the designation of a newspaper. 

The evidence adduced did not warrant the granting of relief 
on the ground of unfair competition. So far as appears, appellee 
did not intend or attempt to palm off its paper as that of the ap- 
pellant, and such deception was not a natural and probable result 
of its conduct. The two papers are readily distinguishable, as they 
do not resemble each other in type, get-up or general appearance. 
The evidence adduced failed to prove wrongful conduct on the 
part of the appellee, or actual or probable deception of ordinary 
buyers of newspapers, having the effect of bringing about pur- 
chases of appellee’s paper by persons desiring appellant’s. Relief 
on the ground of unfair competition cannot properly be awarded, 
in the absence of proof of wrongful conduct and at least probable 
substantial injury therefrom to the business of the complaining 
party. 

The decree is affirmed. 
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Fipe.tity Bonn & Morteace Co. v. Fipetity Morteace Co., et AL. 
(12 F. [2d] 582) 


United States Circuit Court of Appeals, Sixth Circuit 
April 6, 1926 


Trape-Marks—Unrair CompPetition—APPELLANT Fipetiry Bonn & Morrt- 
Gace Company or St. Louis Hetp Nor EntitTLep To ENJorn Fmet- 
1ry Morteace Company or CLEVELAND, A Prior User. 

A St. Louis corporation, doing business under name of Fidelity 
Bond & Mortgage Company, having assumed such name in 1921, 
when it started selling bonds guaranteed by it, held not entitled to in- 
junction because of unfair competition as against corporation situated 
in Cleveland, selling guaranteed certificates under name of Fidelity 
Mortgage Company, where such company had used its name since 
1915, although it had started selling guaranteed certificates in 1923, 
there being distinct difference in securities sold by the different cor- 
porations. 

Same—Same—Derense—“Ciean Hanps.” 

A corporation, which had used, in its advertising, “Incorporated 
1913,” when in fact it did not take its present name until 1921, on 
seeking injunction against corporation using similar name, is con- 
fronted with maxim that one coming into equity must come with clean 
hands. 

In equity. Suit for alleged unfair competition.. Decree for 


defendants, and plaintiff appeals. Affirmed. 


James Love Hopkins, of St. Louis, Mo. (Hull, Brock §& West, 
of Cleveland, Ohio, on the brief), for appellant. 

Frank H. Pelton, of Cleveland, Ohio (Krueger § Pelton, and 
Tolles, Hogsett, Ginn & Morley, all of Cleveland, Ohio, 
on the brief), for appellees. 


Before Denison and Moorman, Circuit Judges, and Cocuran, 
District Judge. 


Cocnran, District Judge: This appeal involves a case of 
alleged unfair competition. The appellant was plaintiff below, and 
the particular—the sole particular—in which it claimed that the 
appellees had been guilty of such wrongful conduct was in the 
use of the word “Fidelity” in the name of the first of the two 
appellees, in connection with the broadening of its business as 
hereinafter set forth. The relief sought was an injunction against 
such use by that appellee and an accounting against both. 
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The appellant is a Missouri corporation. It became such 
under its present name in November, 1921. It had been incor- 
porated under the name of the Menteer Realty Company in 1913. 
The business which it transacted, while it had that name, was de- 
scribed by its president in his testimony, on direct examination, 
as a general real estate loan and mortgage business, and on cross- 
examination as a general brokerage and construction business. Up- 
on the change of name it entered upon the sale of bonds secured 
by mortgage on real estate, the payment of which it unconditionally 
guaranteed. It claims to have been the first to enter upon the sale 
of such bonds so guaranteed. Its principal office and place of 
business is at St. Louis, with branches at Chicago and Denver. 
It at once began to advertise its business through the newspapers 


and by circularization. These newspapers, except the Christian 


Science Monitor, of Boston, and two in Tennessee, were located in 
Missouri, Illinois, Iowa, and Colorado. It began to advertise in 
the American Review of Reviews, of the so-called group of quality 
magazines, in February, 1924, and continued so to do each month 
for all the time covered by the evidence. It was so doing when 
the suit was brought June 14, 1924. In such advertisement it had 
then spent $70,000, and its secretary testified that it was then 
spending in advertising $50,000 a year. At the time the suit was 
brought there were outstanding something like 3,000,000 of such 
bonds, which it had sold and distributed in 35 states, the District 
of Columbia, and Canada. The bonds had been advertised and 
sold in Ohio and the city of Cleveland therein. These bonds were 
principally referred to in the advertisements as “Fidelity Bonds,’ 
but also as ‘Fidelity first mortgage real estate bonds,” the former 
being the short name for the latter. 

The appellee the Fidelity Mortgage Company is an Ohio cor- 
poration. It was incorporated in 1915, i. e., six years before appel- 
lant took its present name. Its sole office and place of business is 
in Cleveland, Ohio. It acquired an office building, possibly 10 
stories high, which was known as Fidelity Mortgage Building. 
It is not unlikely that this name is inscribed on or affixed to the 
building. Until the year 1923, it dealt in bonds secured by first 
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and second mortgages, in about even amounts, on newly improved 
real estate in Cleveland. It does not appear whether it guaranteed 
their payment; likely, it did not. In that year it began to deal 
in what it termed “participation certificates,” secured by first mort- 
gage on such real estate and guaranteed by it and the appellee 
National Surety Company. A note was executed by the mortgagor 
to an independent trust company—between June and August, 1924, 
the Lake Erie Trust Company began to act as such company—for 
the entire loan, to secure which a mortgage was given to the trust 
company, with whom the note was deposited. Against the note and 
mortgage were issued the participation certificates, identified by 
the trust company. Until May, 1924, the appellee mortgage com- 
pany confined its advertisements to the newspapers of Cleveland. 
In the May number, 1924, of the American Review of Reviews, it 
caused to be inserted an advertisement of its business. The proof 
of this advertisement was submitted to appellant by the publisher 
in March, 1924. This was the first time, according to its claim, 
appellant became aware of the existence of the appellee mortgage 
company and its business. 

Shortly after the issuance of the May number, 1924, of that 
periodical the suit below was brought. The bill alleged that in 
the month of July, 1923, appellant had negotiations with the appel- 
lee surety company in regard to its guaranteeing the former's 
bonds, which resulted in no agreement being entered into; that 
through these negotiations that appellee became aware of appel- 
lant’s name, and its methods of business and advertising; and that 
it thereafter induced the appellee mortgage company to enter upon 
the line of business of which it complains, to the end that its securi- 
ties might be sold as and for appellant’s. Such is the ground upon 
which it claimed that the appellee surety company became account- 
able to appellant for the injury which it claimed to have thus sus- 
tained. Apparently the appellant would not have made complaint, 
if the appellee mortgage company had not begun to advertise its 
securities, nationally, by the insertion in the American Review of 
Reviews, the same periodical in which appellant was advertising, 
and that just after it had begun to advertise therein, thus bringing 
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the securities of the former more entensively into competition with 
those of the latter. It evidently was greatly concerned by reason 
thereof, because it brought its suit almost immediately after the 
appearance of the May issue of that periodical, containing the 
advertisements of both in it. The allegations in its bill evidently 
were made in heat, if not in passion, for in so far as they concerned 
the surety company they were utterly without basis. Its arrange- 
ment with the appellee mortgage company was not the result of 
the fruitless negotiations with the appellant in July, 1923. That 
appellee had broadened its field of operations, and the surety com- 
pany had undertaken to guarantee its issues, before those negotia- 
tions; and appellant was told this while they were going on, though 
appellee mortgage company’s name was not given. 

Though the mortgage company claims that it was not aware 
of the existence of appellant and its business until it saw the May, 
1924, issue of the American Review of Reviews, the circumstances 
create the suspicion that it was led to advertise in that periodical 
by the advertisement of the appellant in the February, 1924, issue, 
with a desire to lay its securities before those who might possibly 
become appellant’s customers. Immediately thereafter it took up 
the matter of advertising with its publishers. But there is no 
possible ground for claiming that its purpose was to win customers 
from appellant in any other way than by perfectly legitimate com- 
petition. Its securities had talking points, which appellant’s did 
not. Its mortgages were upon newly improved real estate in the 
growing and prosperous city of Cleveland. They were not incum- 
bered by coupons. There was no danger of delay in collecting the 
interest, by the investor forgetting the due date or by their loss, 
and there was no trouble in cutting them. Checks were sent for 
the interest when it became due, and were as easily collectible, if 
not more so, than dividend checks. In addition to the real estate 
security and the appellee mortgagee’s guaranty, they had the addi- 
tional security of the guaranty of a reputable and standard surety 
company. There was no possible reason for the appellee mortgage 
company wanting to pass off its securities for appellant's. On 
the other hand, it was concerned to bring out that they were not, 
and that by comparing its securities with appellant’s. 
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The circumstances create the suspicion that it was a fear that 
this sort of competition might be effective, rather than that the 
appellee mortgage company’s securities might be passed off for 
appellant’s, that prompted the bringing of the suit. It cannot be 
said that the securities of the two companies were in the same class, 
or that the appellee mortgage company in broadening its field of 
operation entered appellant’s field. The securities of the appellee 
mortgage company were not in the same class as those of appellant. 
They were in a different class. That appellee did not enter appel- 
lant’s field. It entered a different field. It is just as true to say 
these things as that appellant, when it began business under its 
present name, put out securities in a different class from those of 
the appellee mortgage company, and entered a different field from 
that of the latter, in that those securities were guaranteed by it, 
whereas those of the latter were not, if indeed such was the case. 
And it would seem that the appellee mortgage company, as the 
first comer, had as much, if not more, reason to complain of appel- 
lant’s adoption of a name with the word “Fidelity” in it, when it 
began to transact an entirely different business from that which 
it had theretofore been engaged in, than appellant has to complain 
of the appellee mortgage company continuing to use its old name, 
when it broadened its field of operation by putting out a new class 
of securities. The appellee mortgage company has done absolutely 
nothing to cause appellant’s would-be customers to think that in 
purchasing its securities they were purchasing appellant’s, beyond 
continuing to use its old name with the word “Fidelity” in it, when 
it broadened its field of operation. It is not claimed that it has. 

There is nothing in its advertisement in the American Review 
of Reviews which is calculated to mislead. The sole particulars 
in which there is any sameness are that each is a full-page adver- 
tisement; each has a border; each emphasizes the word “Fidelity” 
in its name, in that it is in larger type than the other words in 
the name and the advertisement; about 35 of the words in the 
appellant’s advertisement, which contained about 135 in all, ap- 
peared in appellee mortgage company’s advertisement, which con- 
tained about 120 in all, of which about 15 were particles, preposi- 
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tions, copulatives, and personal pronouns, and each requests that 
a booklet be sent for. Otherwise, they are different. It is con- 
ceded that the borders are different, and typing is different. At 
the foot of that of appellee mortgage company’s is a picture of 
its building, across the face of which is its name and address. This 
feature is entirely lacking from appellant’s. It would seem that 
the publisher had in mind to make the appearance of the two dif- 
ferent. In more substantial matters there is a radical difference. 
The subject-matter differs in the talking points. The booklet which 
appellee mortgage company requests be sent for is referred to as 
“Booklet No. 30,” whereas appellant is referred to as being en- 
titled “Your Money—-Its Safe Investment.” The address of the 
one is given as at Cleveland, and that of the other as at St. Louis, 
Chicago, and Denver. In appellee mortgage company’s advertise- 
ment its securities are termed “Fidelity participation certificates” 
and ‘Fidelity first mortgage participation certificates,’ whereas 
in appellant’s advertisement its securities are termed, “Fidelity 
bonds” and “Fidelity first mortgage bonds.” Furthermore, the 
word “Fidelity,” in appellee mortgage company’s name, is in larger 
type than the same word in appellant’s name. If it so be that, 
when that appellee began to advertise in the American Review of 
Reviews, it was aware of the fact that appellant was advertising 


in it also, this greater emphasis on the word “Fidelity” may be 


accounted for by a desire to let customers know that it, too, was 
a “Fidelity” company, as well as appellant; and of this appellant 
had no right to complain. 

It is not open, therefore, to claim that there was any liability 
to confusion on the part even of “ordinary and unwary” purchasers, 
much less of purchasers of the character of those who invest in 
securities, in thinking that they were purchasing appellant’s securi- 
ties, when in fact they were purchasing those of the appellee mort- 
gage company. Two officers of separate St. Louis bond or invest- 
ment companies testified that in their opinion there was a liability 
to such confusion, but we cannot accept their opinions. There 
was but a single instance testified to which can be claimed to have 
been a case of confusion. That happened in December, 1924, 
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six months after the suit was brought. A woman residing in Gal- 
veston, Tex., wrote a letter, addressed to appellee mortgage com- 
pany, requesting it to send her “Booklet No. 30,’ which she said 
she had seen “advertised in American Review of Reviews.” This 
letter was inclosed in an envelope addressed to appellant. This 
mistake can be accounted for, not by confusion, but by pure acci- 
dent, in not carefully observing, when the envelope came to be 
addressed, that the company to whom it was addressed was not 
that of the one whose booklet was requested to be sent. 

The case we have here may be disposed of on the basis that 
it is a case presenting the question as to the right of a person to 
use his own name in a business in which another of the same name 
is already engaged. One person has always the right to engage 
in a business in which another is already engaged, and to enter 
into competition with such other person. This is an inalienable 
right of every person. But, suppose his name is the same as that 
of such other person; what are his rights in regard to the use of 
his own name in carrying on such business? This can be made to 
be a case of this sort, and presenting this question in this way. 
The appellant claims that the appellee mortgage company is put- 
ting out the same class of securities as it, and that it has entered 
its field of operation. Though the appellee mortgage company 
was the first to adopt the name with the word “Fidelity” in it, 
appellant was the first to occupy that field, and because thereof 
the appellee mortgage company has no right to enter it with a 
name having such word in it. It is in this way that this case may 
be said to come to be one like that suggested, i. e., of a person 
having the same name as that of another entering a business in 
which such other is already engaged, and hence as raising the ques- 
tion of his right to do business under his name. 

Such a case has been twice considered by the Supreme Court 
of the United States. In the case of Howe Scale Co. v. Wyckoff, 
Seamans & Benedict, 198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972, 
it was held that a manufacturer of typewriters, under the name 
“Remington” and “Remington Standard,” was not entitled to pro- 


tection against the adoption, by persons bearing, respectively, the 
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surnames “Remington” and “Sholes,” of the name “Remington 
Sholes” for their typewriters, and the giving of that name to the 
corporation formed for their manufacture and sale, where the only 
confusion in the minds of the public as to the origin of the product 
results from the similarity in names, and not from the manner 
of their use. In the case of Herring-Hall-Marvin Safe Co. v. Hall’s 
Safe Co., 208 U. S. 554, 28 S. Ct. 350, 52 L. Ed. 616, it was held 
that the purchaser of all the property and assets as a going con- 
cern, together with the business, good-will, and trade rights of a 
safe and lock manufacturing company, which was to wind up its 
affairs, had the right to use the surname of the founder, where that 
name had acquired a commercial value, and to be protected by an 
injunction against a rival safe-making corporation, organized by 
the sons of the founder, who were members of the original cor- 
poration, forbidding the use of the surname of such founder, either 
alone or in combination, in the corporate name, on safes, or in 
advertisements, unless accompanied by information that the cor- 
poration is not the original corporation or its successor, or that the 
article is not the product of such original company or its successor. 

It has never been held, so far as we are aware, that one has 
no right to engage in a particular business in his own name, be- 
cause another of the same name is already engaged in such busi- 
ness in his name. The most that has been held is that circumstances 
may be such that he should prevent his goods being confused with 
those of the other, by explaining in some way that they are his 
goods, and not the goods of such other person. 

The relief which the appellant seeks is an injunction against 
the use by appellee mortgage company in its business of its name, 
because it contains the word “Fidelity” in it, notwithstanding such 
name is its original name, selected six years before the appellant 
adopted its name, with that word in it. It seeks no other. It is 
not unlikely that, if the matter were suggested, it would claim that 
it is entitled to have the appellee mortgage company chisel its name 
from its 10-story building, if it is inscribed thereon, or take down 
its sign if it has a sign bearing its name attached thereto. The 
most that it could claim is that the appellee mortgage company 
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should take pains so to explain its business that customers for 
investment securities would understand that its securities are not 
those of the appellant. But no such explanation is called for. The 
appellee company’s securities speak for themselves. The features 
which distinguish them from appellant’s securities are so patent 
that anyone who has sense enough to buy an investment security 
cannot fail to distinguish between them. There is not the slightest 
danger of his being misled. 

There is another aspect of this case to which reference should 
be made. In appellant’s advertisement it has underneath its name 
these words, “Incorporated 19138.” This, if it means anything, 
means that appellant, under its present name, has been engaged 
in its present business since 1918. There was no other occasion 
to mention this fact than to create this impression. This is untrue. 
Its original name of Menteer Realty Company, and its business 
down to November, 1921, was either the general real estate loan 
and mortgage business or a general brokerage and construction 
business. It never took its present name until November, 1921, 
when it, for the first time, entered its present business. Because 
of this appellant is confronted with the maxim that one coming 
into equity must come with clean hands. 

Decree affirmed. 


McItHenny Company v. Ep. BuLiiarp 
United States District Court, Western District of Louisiana 


April 30, 1926 


Trape-Marks—INFrRINGEMENT—UNFaik Compretition—INsuNctTIoN—Mont- 

FICATION BY AGREEMENT Between Panrtirs. 

The parties in an action for the infringement of the word “Tabas- 
co” used on pepper sauce, and for unfair competition in the imitation 
by defendant of plaintiff's “Tabasco” label, inasmuch as the power of 
the court was invoked to protect a civil right, were permitted to 
modify the effect of a decree for injunction in favor of the plaintiff. 

Samre—SamE—SamE—VIo01ation oF DecreEE—Conre MPT. 
In the case at issue, where defendant had been enjoined from the 
use of the word “Tabasco,” except in the phrase “from Tabasco pep- 
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pers,” on its pepper sauce, he was held guilty of contempt for using 
the word thereon differently from the manner directed by the decree, 
regardless of the fact that the latter had been modified by agreement 
between the parties. 


In equity. Action for accounting and damages for violation 
of injunction. Granted, and respondent found guilty of contempt. 


For opinion below, see 10 T. M. Rep. 213. 


Joseph §. Clark and Edward S. Rogers, of Philadelphia. Pa., 
and J. M. Grimmet, of Shreveport, La., for complainant. 

Emmet Alpha, of New Orleans, La., George K. Perrault, and 
W.C. Perrault, of Opelousas, La., for respondent. 


Dawkins, J.: This case originated in January, 1919, and 
on May 18, 1920, the court rendered a decree as follows: 


“It is ordered, adjudged and decreed as follows: 

“(1) That the word ‘Tabasco’ when adopted by plaintiff's predeces- 
sor, as applied to pepper sauce of his manufacture, was not then and is 
not now employed in a geographical, generic or descriptive sense, but was 
and is employed fancifully and only to indicate ownership and origin 
without regard to the location from which the said product or any of 
its ingredients came, and said word “Tabasco’ was and is a valid trade- 
mark and is now the sole property of the plaintiff. 

“(2) That the use by the defendant Ed. Bulliard of the word “Tabas- 
co’ upon and in connection with the sauce manufactured and sold by 
him is an infringement of plaintiff's said trade-mark in said word and 
that the use by defendant, in connection with the sauce of his manufacture 
and in the advertisement and sale thereof, of bottles, wrappers, cartons 
and packages like those shown by the exhibits of defendant’s packages 
filed herein, which so resemble those of the plaintiff as to be calculated 
to induce the belief that defendant’s such sauce is that manufactured by 
the plaintiff, is unfair trading. 

“(3) It is thereupon further ordered, adjudged and decreed that 
the defendant Ed. Bulliard, his agents, servants and employees, and all 
holding by, through or under them or any of them, be and the same hereby, 
each and all, are perpetually enjoined and restrained from using or em- 
ploying in connection with the manufacture, bottling and packaging, 
advertisement, offering for sale, or sale, of any sauce, the word ‘Tabasco’ 
or any like word, except only the sauce manufactured by plaintiff, and 
from using or employing the said word ‘Tabasco’ or any like word upon 
or in connection with any label, wrapper, carton, package or advertise- 
ment, except such as may be used in connection with the sauce manu- 
factured by plaintiff, and from using or employing in connection with the 
manufacture, advertisement, offering for sale, or sale, of such sauce, 
bottles, wrappers, cartons or packages identical with or like those shown 
in the exhibits herein filed, or any other bottles, wrappers, cartons or 
packages so resembling those of the plaintiff as to be calculated to induce 
the belief that defendant’s said sauce is that manufactured by the plaintiff 
and that a writ of injunction issue accordingly. 
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“(4) It is further ordered, adjudged and decreed that the counter- 
claim of the defendant be dismissed and that the plaintiff recover the 
cost of this proceeding to be taxed by the Clerk.” See Fed. Rep. Vol. 
265, p. 705. No appeal was taken therefrom. 


On November 14, 1925, an amended bill of complaint was 
filed, in which it was alleged that the respondent had wilfully and 
intentionally violated said injunction by using the word “Tabasco” 
in its business of manufacturing and selling pepper sauce, the 
pertinent allegations of the supplemental bill being as follows: 


“That defendant has continuously for a long period of time prior 
to tle date of the filing of this supplemental bill, offered for sale and 
sold a pepper sauce manufactured by him and sometimes known as 
‘Evangeline Sauce, as “Tabasco Sauce, or ‘Evangeline Extract of Tabasco 
Pepper Sauce, or ‘Evangeline Sauce (Tabasco), or ‘Evangeline Extract 
of Pepper Sauce (Tabasco), to prospective purchasers and retailers of 
such sauce, and has called and designated said pepper sauce manufactured 
and sold by him, as in this paragraph set forth, in correspondence with 
and invoices sent to prospective purchasers and retailers of said sauce; 
that the word ‘Tabasco’ in the names by which defendant has offered 
for sale and sold and called and designated his said sauce has been in 
many instances made the most prominent word in the name used for said 
sauce by being printed or typewritten in red ink or in blue or black ink 
underscored in red, while the remaining words of the name used for said 
sauce have been printed or typewritten in either blue or black ink. 

Vv 

“That plaintiff is informed and believes and, therefore, avers that the 
defendant for a long period of time prior to the date of the filing of this 
supplemental bill has inserted or caused to be inserted in newspapers 
published throughout the country numerous advertisements, all in more 
or less similar form, specimens of which are attached hereto and filed 
herewith, marked Exhibits A, B and C, which advertisements constitute 
the advertising of the pepper sauce manufactured and sold by defendant 
as “Tabasco Sauce’ in that the said advertisements are calculated and 
intended to deceive and do deceive the readers thereof, so that they be- 
lieve that the sauce manufactured by defendant is “Tabasco Sauce’; said 
advertisements appearing, inter alia, in the issues of the Times-Picayune, 
published in the city of New Orleans, La., the Houston Chronicle, pub- 
lished in the city of Houston, Tex., and the Birmingham News, published 
in the city of Birmingham, Ala. 

VI 

“That plaintiff is informed and believes and, therefore avers that the 
defendant for a long period of time prior to the date of the filing of this 
supplemental bill has advertised or caused to be advertised the pepper 
sauce, manufactured and sold by him, as ‘Tabasco Sauce’ in various trade 
journals published and circulated throughout the United States; said 
advertisements appearing, inter alia, in the issues of the Commercial Bulle- 
tin, a trade journal published in Los Angeles, Calif., and in the Price List, 
published by Goodman & Beer Co., Inc., of New Orleans, La. 
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VII 


“That the use of the word ‘Tabasco’ as set forth in paragraphs IV, 
V and VI hereof, is in violation of and contrary to the decree and injunc- 
tion of this court heretofore made and issued in this cause, as set forth 
in paragraphs II and III hereof; that defendant, in advertising, offering 
for sale and selling his sauce, as set forth in said paragraphs IV, V and 
VI, is advertising, offering for sale and selling the same as ‘Tabasco 
Sauce’ and is violating said decree and injunction, as well as plaintiff's 
trade-mark and trade and business rights and is trading unfairly; that 
the use of the word ‘Tabasco’ in connection with the said sauce manufac- 
tured by the defendant, as set forth in said paragraphs IV, V and VI, 
is calculated to deceive and does deceive prospective purchasers and 
consumers of pepper sauce, so that they accept the sauce so manufac- 
tured, advertised, offered for sale and sold by defendant as and for the 
sauce of the plaintiff and the defendant is knowingly, wilfully and inten- 
tionally using the word ‘Tabasco’ in such manner to deceive said prospec- 
tive purchasers and consumers and for no other reason; that defendant 
by so doing is knowingly, wilfully and intentionally infringing upon the 
plaintiff's trade-mark and business and trade rights and upon the good- 
will and reputation of plaintiff and is trading unfairly; and that the 
said use of the word ‘Tabasco’ and the said infringement of plaintiff's 
trade-mark and other rights and unfair trading have caused and are now 
causing plaintiff large pecuniary damage and loss of profits.” 


At the same time and based upon the same allegations of the 
violation of the original decree above quoted, complainant filed a 
petition and obtained a rule against the respondent for civil con- 
tempt, alleging the violation of the injunction in the manner indi- 
cated. 

Respondent has filed a joint answer to the two proceedings, 
which admits substantially the use of the word “Tabasco” in the 
manner charged, except that as to certain of the correspondence, 
invoices and circulars complained of, which he averred were sent 
out by an employee without his knowledge. He further alleges 
in effect that the decree of 1920 was by agreement between the 
parties changed and modified so as to permit the use of the word 
“Tabasco” in the manner which had been done and hence com- 
plainant was without right to prosecute either the supplemental 
complaint or the rule for contempt. He prays that the bill and 
rule be dismissed and “in reconvention” for a modification of the 
original decree to conform to the alleged agreement between him- 
self and the complainant. 


The main facts are substantially conceded. There is no ques- 
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tion but that the letter of the decree above quoted enjoined the 


respondent from using the word in any manner in “manufacturing, 


bottling, packing, advertisements, offering for sale or sale of any 
sauce * * *.” 

On July 4, 1921, respondent wrote complainant, calling atten- 
tion to the developments in certain litigation between the com- 
plainant and other persons in which it had been held that the 
MeIlhenny Company had no exclusive right to the use of the word 
“Tabasco” as a registered trade-mark, and as a result the latter 
had made agreements with said persons for its use in a restricted 
sense, the concluding paragraph of respondent’s letter reading as 
follows: 


“We are about to sign a contract with a firm of lawyers for reopening 
our suit. However, if you will make the same agreement with me as you 
did with the Glasser-Crandell Company to use Evangeline Brand made 
from Tabasco Peppers, I will drop all litigation.” 


Complainant replied on July 8, 1921, that the matter was 
being submitted to his lawyers for advice and on August 16, 1921, 
wrote respondent as follows: 


“My attorneys have been considering your letter of July 4th, in which 
you request that certain allowances be made you for the use of the word 
‘Tabasco’ on your Pepper Sauce label. 

“My attorneys have advised that I will make you the following offer: 

“1. You must eliminate from your package the word ‘Tabasco’ as 
the designation of your sauce, or in any connection with your sauce, ex- 
cepting only in the phrase ‘Made out of Tabasco Peppers,’ and this phrase 
shall not be used except on a secondary label and in a subordinate way, 
just as is done by the Glasser-Crandell Company. 

“2. You must eliminate also the word ‘Tampico’ just as the word 
‘Tabasco’ must be eliminated and must not use any other word which 
resembles “Tabasco” in connection with your sauce. 

“3. You must make a radical change in the form of your package 
so that it will not resemble the McIlhenny package any more closely 
than does the Glasser-Crandell package. 

“4. The MclIlhenny Company will of course reserve the right to 
proceed against you, or any parties claiming your sauce under you, for 
selling your sauce as Tabasco Sauce. The sauce must not be known as 
or sold as “Tabasco” or “Tabasco Sauce, or “Tabasco Pepper Sauce’.” 


Respondent accepted the proposition as follows: 


“We accept your agreement and will put up our Sauce as Evangeline 
Sauce made from Tabasco Peppers. 

“We have made a radical change in our bottle. We now have a 
dynamite shape bottle, we are mailing you sample today. We would 
thank you to give us acknowledgment on receipt of the bottle. 
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“Thanking you for all favors and with personal regards to John 
Avery.” 

Subsequently, and on May 23, 1922, the Court of Appeals for 
this, the Fifth Circuit, handed down its opinion in the case of 
Trappey, et al. v. McIlhenny Company, 281 Fed. Rep. 23 [12 
T. M. Rep. 179], in which it modified a decree of the trial court 
for the Eastern District of Louisiana, enjoining appellant from 
using the word in describing a pepper sauce made by them, the 
concluding and decretal portion of said opinion on appeal reading 
as follows: 


“Upon the whole case, we think that the complainant was entitled to 
an injunction restraining the defendant from using the word ‘Tabasco’ 
as the name, or as part of the name, of the sauce manufactured and sold 
by him. The injunction should go to the extent of preventing defendant 
from using the word “Tabasco’ as the name or description of the sauce 
manufactured by him, but should not prevent his stating that the sauce 
is made from Tabasco peppers.” Baglin v. Cusenier Co., 221 U. S. 580, 
600, 31 Sup. Ct. 669, 55 L. Ed. 863. 

“The decree granting the injunction in this case is affirmed, so far 
as it enjoins the appellants from using the word ‘Tabasco’ as the name 
of the sauce manufactured by them, or in any manner to designate or 
describe said sauce, or from using the word ‘Tabasco’ otherwise than to 
state that the sauce manufactured by appellants is made from Tabasco 
peppers, said statement to be made in such manner as clearly to dis- 
tinguish the sauce made by appellants from that manufactured by ap- 
pellee.” 


The issues involved there were substantially the same as those 
raised in this instance and the decree carries practically the same 
effect as the agreement between the parties herein, represented 
by the correspondence above quoted. 

Inasmuch as this case was originally commenced and the power 
of the court invoked for the protection of a civil right, I see no 
reason why the parties should not be permitted to modify its effect 
as was done. In fact, both have asked in the present proceeding 
for additional relief, based upon existing conditions, and I am 
of the opinion that the decree of May 18, 1920, should be reformed 
and amended so as to give effect to the terms of the letter of com- 
plainant of August 16, 1921, and the acceptance thereof by re- 
spondent of August 19, 1921. 

However, the agreement mentioned did not nullify or suspend 
the operation of the decree of May 18, 1921, in its entirety, and 
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I find that the respondent has knowingly and intentionally violated 
it by using the word in its literature, advertisements, and in the 
labels upon the cartons and bottles containing its sauce, in such 
manner as to deceive the public and to seriously injure the business 
of the complainant. While some of the invoices and letters offered 
as exhibits and in which the product of respondent is referred to 
as “Tabasco Sauce” may have been written by the clerical help 
of respondent (and this fact may be considered as a mitigating 
circumstance in the contempt proceeding) nevertheless, I think the 
respondent is civilly responsible therefor, and having intentionally 
deceived the public into purchasing his own product upon the 
reputation of that of complainant, must respond in damages. For 
quite a period of time he has placed upon the cartons and bottle 
labels the phrase “Made from Tabasco Peppers,” but “Tabasco” 
has been the most conspicuous and prominently used word. The 
proof shows that the public generally, in buying and using the 
product, uniformly believes that it is the original article put out 
by complainant under its trade-name. It is not worth while to 
discuss or refer to the mass of evidence, both oral and documentary, 
showing this fact, as I think it will clearly appear therefrom that 
respondent has been guilty of a wilful infringement of the trade 
rights of complainant. 

My conclusion is that the respondent should be adjudged 
guilty of civil contempt and that he should account to complainant 
for the profits made by the wrongful use of its trade-name. A 
proper decree may be presented, referring the matter to a master 
for the ascertainment and assessment of the damages, and the 
respondent will appear at the regular June term of this court at 
Opelousas for the imposition of appropriate penalties for con- 
tempt. 
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ADDISON, ET AL. Vv. Hook 
(107 So. R. 623) 
Supreme Court of Florida 


February 25, 1926 


TrapE-Marks AND TrapE-Names—Trape-NamE—Wuat It May Be. 
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A trade-name may be descriptive of those who use it for their 
own business, and may include the name of the place where the busi- 
ness is located or conducted. 
eE—Trape-Marks—GrocraPHicaL Names—ComMon Property not Ca- 

PABLE OF Beinc Exctusive Trape-Mark APPLIED To PropucT oF 

Piace DesiGNaten. 

Mere geographical names are regarded as common property, and 
it is a general rule that such a name cannot usually be appropriated 
as the subject of an exclusive trade-mark, or trade-name, especially 
when the article to which it is applied is the product of the place 
designated. 
eE—SamMe—Unrair Competition—Use or GEoGRAPHICAL NAME TO INDI- 

CATE NoT ONLY Piace or MANUFACTURE BUT EXCELLENCE OF ‘THING 

EntTITLED TO PRroTecTIoN. 

The general rule as to the use of geographical names is subject 
to the exception that, where such a name has been so used in con- 
nection with a certain line of business as to indicate, not only the 
place of manufacture or production, but the name of the manufacturer 
or producer, and the excellence of the thing made, then it has acquired 
such secondary significance or meaning as will entitle the one who 
has used it to protection against its use by others in such a manner 
as will mislead buyers as to the actual origin or quality of the thing 
produced or sold, or enable such other persons to palm off their goods 
as the goods of the prior user. 

E—SamME—GEo0GRAPHICAL Names—Seconpary MEANING — EXCLUSIVE 

Rieur. 

Geographical names often acquire a secondary signification, indica- 
tive, not only of the place of manufacture, but of the name of the 
manufacturer or producer, and the excellence of the thing manufac- 
tured or produced, which enables the manufacturer or owner to assert 
an exclusive right to such name as against everyone not doing business 
within the same geographical limits, and even as against them, if the 
name be used fraudulently for the purpose of misleading buyers as 
to the actual origin of the thing produced or palming off the produc- 
tions of one person as those of another. 


In equity. Suit for alleged unfair competition. From a decree 
defendant, complainants appeal. Affirmed. 


J. T. Watson and O. P. Hilburn, both of Tampa, Fla., for 
appellants. 
Whitaker Brothers, of Tampa, Fla., for appellee. 
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WuirFiELp, P. J.: The bill of complaint herein alleges: 


That I Addison is “and has been engaged for a long period of time 
in the operation of a mattress factory in the city of Tampa, Fla., and 
has in the conduct of said business for a number of years last past, had 
the use of and operated the same under both the name of ‘Florida Mat- 
tress Factory’ and the name of “Tampa Mattress Factory, the name of 
‘Florida Mattress Factory’ having been originally employed and appro- 
priated by complainant and made use of; the name of “Tampa Mattress 
Factory’ having been originally employed, appropriated, and made use of 
by another; that during or about the latter part of the year 1913, or the 
early part of the year 1914, complainant purchased the entire plant, 
business, good-will, and name of the original user of the name “Tampa 
Mattress Factory,’ a mattress factory business, being then operated by 
such original user under such name; that, since the purchase of the name 
of ‘Tampa Mattress Factory, and the business, etc., thereof, as aforesaid, 
he has continuously used said name, and done business thereunder, and, 
in so far as complainant knows, or has any information to the contrary, 
such use by him of the name “Tampa Mattress Factory’ has been exclusive 
up until the time that the defendant in this suit, as hereinafter to be 
stated, appropriated such name, and began to do business thereunder, 
and complainant alleges that one of the principal considerations actuating 
him in purchasing the same, Tampa Mattress Factory aforesaid, was to 
secure the name, in order that he might have the right to the exclusive 
and continued use thereof; that, since the purchase of the said Tampa 
Mattress Factory as aforesaid, he has continued to operate and do busi- 
ness as a mattress factory in the city of Tampa under both names, to wit, 
‘Florida Mattress Factory’ and “Tampa Mattress Factory, and has sup- 
plied customers upon orders received by the Tampa Mattress Factory as 
well as upon orders received by the Florida Mattress Factory, and has 
used the name “Tampa Mattress Factory’ upon parts of his stationery in 
order to make known the fact that he was claiming the right to such 
name, and was doing business under such name, and to have the benefit 
of such name in distinguishing his goods, wares, merchandise, or other 
products from those of other mattress factories doing business under 
different names; that a considerable part of his business is carried on now 
under the name, “Tampa Mattress Factory,’ and to many of his customers 
his business is known only under such name; that under such name, to- 
gether with the name ‘Florida Mattress Factory, he has built up a thriv- 
ing business, trade, and good-will, and that he relies upon both the name 
‘Tampa Mattress Factory’ and ‘Florida Mattress Factory’ for distinguish- 
ing the products of the labor of his factory; that the defendant, L. H. 
Hook, has within the last few months, the exact date thereof being un- 
known, commenced the operation of a mattress factory for the manufac- 
ture, repair, and sale of mattresses in competition with your orator and 
other mattress factories situated in the city of Tampa, and is doing busi- 
ness and operating under the name and style of “Tampa Mattress Fac- 
tory, exactly the same name that complainant has been using as afore- 
said, and claims the right to continue in such use; and because of the 
use of such name by the said defendant he has and is unfairly competing 
with complainant, and many of his former customers have been misled, 
and are being misled, by the use of such name by the defendant; that, 
because of the use of such name by the said defendant, the latter has 
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also received mail from the post office addressed under said name that 
was intended for complainant, and that the use of the name by the de- 
fendant is continuing to result in great loss to complainant in the busi- 
ness, trade, and operations that have been, and are being, carried on by 
your complainant under the name of “Tampa Mattress Factory, and 
complainant has and is suffering irreparable loss as a consequence thereof, 
and complainant represents that he has requested the said defendant to 
discontinue his use of such name, and the doing of business thereunder, 
but, notwithstanding such request, the said defendant refuses to discon- 
tinue the same, but threatens to and is continuing in the use thereof, and 
is doing business now under the name aforesaid in conflict with and in 
disregard of complainant’s rights thereto, and with a fraudulent intent, 
and in so doing is unfairly competing with complainant in his business 
being operated under the same name; that on the 6th day of October, 
1924, he caused the name “Tampa Mattress Factory’ to be registered in 
the office of the secretary of state of the State of Florida as a trade-mark 
to be used in the manufacture, sale, and distribution of mattresses; that 
complainant has obtained the issuance of letters patent by the Governor 
of the State of Florida to do business as a corporation under the name 
‘Tampa Mattress Factory, and has perfected the organization of a cor- 
poration to do business as mattress manufacturers under such name; that 
he is desirous of assigning to said corporation all of the right, title, inter- 
est, and claim which he has in and to the said name ‘Tampa Mattress 
Factory, as the same has been acquired by the purchase and use thereof 
as heretofore described, as well as the registration in the office of the 
secretary of state as heretofore alleged, and complainant alleges that the 
continued use of the said name ‘Tampa Mattress Factory’ and doing 
business thereunder by the defendant herein as aforesaid is in violation 
of complainant’s rights to pass the said name to the said corporation and 
for use under a corporate organization. This would be in violation of the 
rights of the corporation in and to said name, as such and should and 
ought to pass to such corporation under a transfer of said name from 
complainant, and that the said use by the said Hook, said name would 
be unlawful and unfair competition as regards the rights of the said 
corporation in the premises thereunder; that the past, present, and con- 
tinued use of the said name by the said defendant, both with respect to 
complainant and the said Tampa Mattress Factory, Incorporated, is un- 
lawful, and constitutes a fraud upon the people, and especially upon those 
intending to deal with complainant, or the said Tampa Mattress Factory, 
Incorporated, and constitutes an unfair competition by and upon the part 
of the said defendant and is in violation of complainant’s statutory rights 
acquired, heretofore described, and that, unless the said defendant is 
required to discontinue the use of said name, complainant will suffer 
irreparable loss. 


The prayer is “that the said defendant may be enjoined by 
the temporary and permanent restraining order of this court, his 
agents, attorneys, and all other persons acting by or for him, from 
the use of the name of ‘Tampa Mattress Factory’ in designating, 
or describing, in the city of Tampa, a mattress factory business, or 
in conjunction with a mattress factory business now being operated 
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as hereinbefore alleged; that said injunction order may issue tem- 
porarily and pending this suit as soon as may be after proper notice, 
and upon the final hearing of this cause that the same may be made 
permanent,” and for general relief. 

A demurrer was filed upon grounds that the bill of complaint 
is without equity ; that no facts are alleged entitling the complainant 
to the relief sought; and that “the words “Tampa Mattress Factory’ 
are not such words as are subject to exclusive use or appropriation 
by any person or corporation.” 

The following decree was rendered: 

“This cause coming on for hearing under the demurrer interposed by 
the defendant to the bill of complaint, and upon being argued by counsel, 
and after consideration by the court, it is ordered that said demurrer 
be, and the same hereby, is, sustained; and, the complainants giving notice 
that they did not desire to amend their bill, it is further adjudged, ordered, 
and decreed that under the said demurrer the bill of complaint be, and 
the same hereby is, held insufficient, and the prayers thereof be, and the 
same hereby are, denied, and the suit instituted by the said bill be, and 
the same hereby is, dismissed, and final decree be, and the same hereby 
is, entered in the cause in favor of the defendant and as against the said 
complainants.” 

Complainants appealed. A trade-name may be descriptive of 
those who use it for their own business, and may include the name 
of the place where the business is located or conducted. Mere 
geographical names are regarded as common property, and it is 
a general rule that such a name cannot usually be appropriated as 
the subject of an exclusive trade-mark, or trade-name, especially 
when the article to which it is applied is the product of the place 
designated. Such names, by reason of their nature, cannot be 
indicative of personal origin or ownership of the articles of trade 
to which they may be applied. They point only to the place of 
production, not to the producer, and, could they be appropriated 
exclusively, the appropriation would result in mischievous monopo- 
lies. Therefore, all persons living in a town or city may use its 
name as an address, and many persons may make the same article 
in the same town, and show that it is so manufactured, by having 
the name of the place stamped on it, or printed on the label or 
covering, as their address or place of business. Care must be taken 


not to attempt to represent it as the same article as that produced 
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by another user of the name. In order, however, to constitute a 
name a geographical one within the meaning of this rule, it must 
be in common use, as indicative of a certain place, to the extent 
that the public generally will connect the name with such place, 
rather than as indicative of any article or product to which it is 
sought to be applied. 

The general rule as to the use of geographical names is sub- 
ject to the exception that, where such a name has been so used in 
connection with a certain line of business as to indicate, not only 
the place of manufacture or production, but the name of the manu- 
facturer or producer, and the excellence of the thing made, then 
it has acquired such secondary significance or meaning as will 
entitle the one who has used it to protection against its use by others 
in such a manner as will mislead buyers as to the actual origin 
or quality of the thing produced or sold, or enable such other per- 
sons to palm off their goods as the goods of the prior user. 26 R. 
C. L. pp. 857, 858, 859. 

Geographic names often acquire a secondary signification, in- 
dicative, not only of the place of manufacture, but of the name of 
the manufacturer or producer, and the excellence of the thing 
manufactured or produced, which enables the manufacturer or own- 
er to assert an exclusive right to such name as against everyone 
not doing business within the same geographical limits, and even 
as against them, if the name be used fraudulently for the purpose 
of misleading buyers as to the actual origin of the thing produced 
or palming off the productions of one person as those of another. 
French Republic v. Saratoga Vichy Spring Co., 24 S. Ct. 145, 191 
U. S. 427, 48 L. Ed. 247; El Modello Cigar Manuf’g Co. v. Gato, 
7 So. 28, 25 Fla. 886, 6 L. R. A. 828, 28 Am. St. Rep. 537; Law- 
rence Manuf’g Co. v. Tennessee Manufacturing Co., 11 S. Ct. 396, 
188 U. S. 587, 84 L. Ed. 997; Hopkins on Trade-Marks, p. 83. 

In this case the complainant and the defendant both use in 
their business in Tampa the same trade-name, viz., “Tampa Mat- 
tress Factory.” It is not alleged that the complainant had estab- 
lished a reputation for excellence in producing a particular class of 
goods which he sells to the public as goods made by him under the 
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stated trade-name, and that the defendant by using the same trade- 
name is practicing an imposition upon the public and injuring the 
complainant, by producing and selling, under the name used by 
complainant, goods of a similar character, but inferior in quality, 
as and for goods produced by the complainant. 

The demurrer was properly sustained, and, the complainant 
not desiring to amend, a dismissal of the bill followed. 

Affirmed. 

Brown, C. J., and Evuis, Strum, Terrevy and Burorp, JJ., 
concur in the opinion. 


SELIGMAN v. FENTON 
(133 A. R. 561) 


Supreme Court of Pennsylvania 
May 10, 1926 


Trape-MarKs—Personat Names—Unrair Competition—-RiGnt or Person 
to Use Own Name 1n BuvustNess. 

One conducting storage business in his own name in good faith, 
without simulation or artifice, held not guilty of unfair competition 
with one conducting same business in trade-name, of which same 
name was part, though offices were in same neighborhood. 

In equity. Suit for alleged unfair competition. From a decree 


of dismissal, plaintiff appeals. Affirmed, and appeal dismissed. 


Bernard Harris, of Philadelphia, Pa., for appellant. 
Earle Hepburn, of Philadelphia, Pa., for appellee. 


Before Moscuzisker, C. J., and Frazer, WaLLING, Simpson, 
KEeEPHART, SADLER, and ScuHAFFER, JJ. 


Wana, J.: In this bill in equity plaintiff seeks to restrain 
defendant from alleged unfair business competition. The case was 
heard upon bill, answer, and testimony, from which the trial court 
made comprehensive findings of facts and legal conclusions and, 
in due course, entered a final decree dismissing the bill. Plaintiff 
has appealed. 
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There was evidence to support the facts as found, and the 
decree necessarily followed. Over 20 years ago, J. M. Fenton 
entered upon the business of storage and moving, with location near 
Kershaw and Fifty-second Streets, Philadelphia, which business 
became incorporated in 1908 as the Fenton Storage Company, and 
continued as such under his control until early 1918, when he had 
the name of the corporation changed to the J. M. F. Storage Com- 
pany, commonly called the J. M. Storage Company. In August of 
that year Fenton sold the entire business, real and personal, to 
the plaintiff, Milton B. Seligman, including the good-will and right 
to use the name Fenton Storage Company and any other designation 
by which the business had been known. Seligman did not, however, 
buy the corporation as such, or its capital stock, but Fenton agreed 
to and did have it formally dissolved. Plaintiff, for some months, 
continued the business as the J. M. Storage Company and then 
adopted and has since continued the original trade-name of Fenton 
Storage Company, which is well equipped for the business, having 
a large four-story brick building, six vans, and other essentials. 

The defendant, M. H. Fenton, is a brother of J. M. Fenton, 
and at one time worked for him in the business, but in 1911 em- 
barked in a like business for himself, with an office across the street. 
The signs he there put up were such as the Fenton Storage Com- 
pany considered likely to mislead the public and injure its business, 
therefore in 1914 it filed a bill in equity to restrain defendant from 
so doing. The case was compromised by removing the objection- 
able signs. Defendant continued his office there, however, until 
1920, when he moved to Fifty-second and Thompson Streets, a 
block away, where he remained until 1924, when he removed to 
his present location on Fifty-second Street, near Kershaw Street. 
At all times his storage building has been in another neighborhood. 
He has but one van and his business is small compared with plain- 
tiff’s. His signs are H. M. Fenton Storage, not similar to those of 

plaintiff, his van is painted a different color, and he has done 
nothing, since the former equity suit, in imitation of the Fenton 
Storage Company, or calculated to mislead the public. Some mail 
and telephone confusion, not very serious, has arisen because of 
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the similarity of names and the proximity of the two places of busi- 
ness. In rare instances patronage intended for one has gone to 
the other. The trouble results from the use of the name ‘“‘Fenton’”’ 
by both parties in a like business in the same neighborhood. 

The trial court properly held defendant had the right to hon- 
estly use his own name in his own business, and any injury result- 
ing therefrom was damnum absque injuria. This holding is sup- 
ported by abundant authority. In Meneely, et al. v. Meneely, et al., 
62 N. Y. 427, 20 Am. Rep. 489, the rule is summarized that: 


“Every man has the absolute right to use his own name in his own 
business, even though he may thereby interfere with and injure the busi- 
ness of another bearing the same name, provided he does not resort to any 
artifice, or do any act calculated to mislead the public as to the identity 
of the establishments, and to produce injury to the other beyond that 
which results from the similarity of the names.” 


Hopkinson on Trade-Marks, etc. (4th Ed.), beginning on page 
171, states the same rule somewhat more at large, and in a note 
quotes from the opinion of Devens, J., in Russia Cement Co. v. 
Le Page, 147 Mass. 206, 208, 17 N. E. 304, 9 Am. St. Rep. 685; 
while 26 R. C. L. p. 855, says: 

“An individual may use his own name in his business, even though 
he may thereby interfere with or injure the business of another person 
of the same name, provided he does not resort to any artifice or con- 
trivance for the purpose of producing the impression that the establish- 
ments are identical, or do anything calculated to mislead. Such incon- 
venience or loss as may result from an honest use of a person’s name in 


his business, by reason of its interference with the business of another 
having the same name, is regarded as damnum absque injuria.” 


And see Howe Scale Co. v. Wyckoff, Seamans § Benedict, 
198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972; Tuston v. Tuston, 
12 L. R. Ch. Div. 128; also C. H. Batchelder & Co. v. Batchelder, 
220 Mass. 42, 107 N. E. 455 [5 T. M. Rep. 46]. 


“A person cannot have a right in his own name as a trade-mark, as 
against a person of the same name, unless the latter’s form of stamp or 
label is so similar as to represent that his goods are of the former’s manu- 
facture.” Gilman v. Hunnewell, 122 Mass. 139. 

These and other authorities are conclusive of the question, but 
all agree one may not fraudulently use his own name so as to mis- 
lead the public or harm a rival of the same name. See Vick Chem- 


ical Co. v. Vick Medicine Co. (D. C.) 8 F. (2d) 49; Royal Baking 
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Powder v. Royal, 122 F. 387, 58 C. C. A. 499; M. M. Newcomer 
Co. v. Newcomer’s New Store, et al., 142 Tenn. 108, 217 S. W. 
822 [10 T. M. Rep. 235]; Nolan Bros. Shoe Co. v. Nolan, 131 Cal. 
271, 63 P. 480, 53 L. R. A. 384, 82 Am. St. Rep. 346. In the 
instant case, however, no simulation or artifice appears and there 
is an express finding that defendant acted in good faith. There is 
no law requiring him to change his name or the location of his 
business, or, on the other hand, to require plaintiff to forego the 
use of the trade-name, Fenton Storage Company, but, so long as 
they both so continue in business, each should try to minimize the 
confusion so far as possible. 

It is not necessary to consider the question of laches, or of 
the effect of the former settlement. 

The decree is affirmed, and appeal dismissed at the cost of 
appellant. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920—Goods of Different Descriptive Properties 


Moore, A. C.: Held that the Ford Motor Company had 
shown no reason why the registration under the Act of 1920 by 
John A. McAdoo of the word “Ford” as a trade-mark for cigars, 
cheroots, stogies, etc., should be cancelled. 


The grounds of the decision are that a corporate name may 
be registered as a trade-mark under the Act of 1920 when used on 
goods of different descriptive properties from those of the cor- 
poration and that, while the mark “Ford” may not be the exclusive 
property of the registrant, yet he has a right to use it upon the 
goods specified in his registration. 


In his decision the Assistant Commissioner said: 


“1. Under this act, as it has been interpreted by the Solicitor of the 
Department of the Interior (1920 C. D. 89) and in Certain-Teed Products 
Corporation v. Clark (337 O. G. 476, 1925 C. D. 57 [15 T. M. Rep. 271]), 
a corporate name may be registered as a trade-mark when a trade-mark 
right thereto has been established by using it in commerce on goods of 
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different descriptive properties. The goods of the registrant admittedly 
are not the same as the goods of the petitioner. . 
“2. Nor does the fact that the registrant’s trade-mark is the same 
as the applicant’s trade-mark constitute a legal ground for the cancella- 
tion of the registrant’s mark. 
* * * * * - 


“3. While the mark ‘Ford’ may not be the exclusive property of the 
registrant, yet the registrant has the right to the exclusive use of said 
mark when used as a trade-mark for cigars, cheroots, and like tobacco 
products. And it is not apparent that the use of the word ‘Ford’ as a 
trade-mark by the registrant would result in confusion and uncertainty 
in the mind of the public as to the authorship or ownership of the tobacco 
products of the registrant, any more than in any case where the same 


mark is adopted and used by different persons on articles of different 
descriptive properties. 
+ * * * * 


“And it must be remembered that the word ‘Ford’ is not necessarily 
confined to the corporate name of the petitioner. It is a common word 


of our language used not only as a name for many persons, but also as 
a common noun and as a verb.” ? 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “Lavalon’” as a trade-mark for hair rinse powders 
and tints, in view of the prior use and registration by opposer of 
the mark “Lava” for hand and bath soaps, on the ground that the 
goods are substantially of the same descriptive properties and the 
marks so similar that the purchaser would be likely to presume 
that the product of the applicant was a different species of goods 
having a name or notation slightly varied from the opposer’s mark, 
but both having the same origin. 

In his decision, after pointing out that the specimens filed with 
the application for the registration show that the material was 
intended to tint the hair and that, neither party having taken testi- 
mony, the opposer must be regarded, in view of its allegation in its 
application for registration, as having used its mark for many 
years before the applicant claims to have adopted her mark, the 
First Assistant Commissioner said: 


“It may be regarded as settled law that a newcomer is not entitled 
to incorporate the mark of another even if additional features are added 
(citing decisions). The applicant’s notation includes the whole of the 
opposer’s mark and adds thereto the syllable ‘Lon.’ While ‘Lava’ may be 


1Ford Motor Co. v. John A. McAdoo, 151 M. D. 253, June 29, 1926 





























































































406 SIXTEEN TRADE-MARK REPORTER 


somewhat suggestive of the use of soap in cleansing, yet, generally speak- 
ing, the trade-mark may be said to be fanciful and purchasers being 
familiar with opposer’s product and considering it of a high grade and, 
therefore, desirable would, upon seeing the applicant’s goods with the 
latter’s notation thereon, be led to think the latter goods were put out 
by the opposer company. Purchasers would be likely to presume that 
the applicant’s product was a different species of goods having a name 
or notation slightly varied from the opposer’s mark so as to indicate 
such fact, but both species of goods having the same origin. As to the 
goods involved, it is believed there is sufficient suggestion of use of appli- 
cant’s powders in a way analogous to the use of soap to hold the goods 


belong to the same class. 
* * * * * * 


“The suggestion of use of the powders after a shampoo in which 
soap would be used and the designation of the powders as rinse powders 
convey to the mind such an analogous use as brings the two species of 


goods within the same general class. 
7 * * * * * 


“Since applicant had an unlimited field from which to select the mark 
for her products, there would appear to be no reason for her adoption 
of a mark which includes the entire mark of the opposer company. If 
any doubts exist, they should, following the usual rule, be resolved against 


the newcomer.” ? 


Moore, A. C.: Held that applicant is not entitled to register 
the word “Spencene” written in script type as a trade-mark for 
writing ink, in view of the prior use by opposer of the word “Spen- 
cerian” as a trade-mark for goods of the same descriptive proper- 
ties. It was also pointed out that the evidence as to the use of the 
Spencerian Pen Company of its mark on inks was not such as to 
show abandonment and the fact that it used the representation of 
a tiger head with the name Spencerian was immaterial. 

In his decision the Assistant Commissioner said: 


“While the applicant’s trade-mark, ‘Spencene,’ is not identical with 
the opposer’s trade-mark, ‘Spencerian, yet the two marks so nearly re- 
semble each other as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers, when appropriated to goods 


having the same descriptive properties. 
“The word ‘Spencerian’ is indelibly fixed upon the mind of the public 


in association with the art of penmanship and the articles of stationery 


employed in this art. 
+ . - * * * 


“The word ‘Spencene’ closely resembles the word ‘Spencerian’ both 
in appearance and sound, and would be likely to cause confusion or mis- 
take in the mind of the public.” 


* Wm. Waltke & Co. v. Maude Agnes Mingus Wheeler, 151 M. D. 228, 
June 3, 1926. 
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With reference to the question of the use by the Spencerian 
Pen Company for the trade-mark, he said: 


“As to whether the merchandise of the respective parties has the 
same descriptive properties, the evidence shows that both parties have 
appropriated and used their trade-marks in connection with ink. 


* * ” + * - 

“It appears to be true that the trade-mark used by the Spencerian 
Pen Company in connection with its writing ink includes a tiger head, 
but it includes additionally as a salient feature thereof the word ‘Spen- 
cerian’.” 

After stating applicant’s contention that the testimony did 
not show any sales of ink by the Spencerian Pen Company within 
the past ten years, but merely the keeping of a few bottles of ink 
in stock and that therefore a clear case of abandonment of any 
right to this mark for ink had been shown, he said: 


“A sufficient answer to this contention is that abandonment may not 
be presumed, but must be proved; and that abandonment by the public 
of the use of the Spencerian ink, assuming such to have been the case, 
may not work an abandonment by the opposer of its trade-mark for ink.” 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for planes, a mark consisting of “the 
color red applied to the handle and knob of planes” in view of 
the prior practice of opposer of coloring a distinctive part of hand 
tools, including hand drills and breast drills, red, and the remaining 
parts thereof black. 

The grounds of the decision are that the goods of the respective 
parties belong to the same class and the marks are such that their 
contemporaneous use on these goods would be likely to cause con- 
fusion in the mind of the public. 

In his decision the First Assistant Commissioner said: 


“The goods on which the opposer uses its mark are, at least many 
of them, wood-working tools, while the plane upon which the applicant 
uses its mark is, likewise, a wood-working tool. These tools would be 
used largely by the same class of people, wood-working mechanics, and 
while such mechanics would be reasonably expert in distinguishing the 
tools produced by the opposer from those produced by the applicant, 
yet it is thought there would be inevitable confusion if the marks of both 
companies appeared upon this class of tools. While it is true enough 


’Spencerian Pen Co. v. Spencene Corporation, 151 M. D. 254, June 
29, 1926. 
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hand drills, ratchet drills, angular bit stocks, and ring augers do not 
resemble planes, and are not used for the same specific purpose, yet they 
belong to the same general class of tools and the average wood-working 
mechanic would carry them in his kit along with the wood-working plane. 
It would appear the mitre plane comes still nearer to the plane produced 
by the applicant company. Both are planes in the broad sense, and even 


if they were not ordinarily, yet they would frequently be used by the 
same workmen.” * 


Descriptive Terms 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for varnishes and enamels, a mark consisting of 
the word “Wearproof,” printed in large type, surrounded by two 
elliptical lines concentrically arranged, with the exclusive use of 
the word “Wearproof” disclaimed. 


The ground of the decision is that the word “Wearproof’’ con- 
stitutes the distinctive and dominant characteristic of the mark 


and that, this word being descriptive, the mark is not registrable. 


In his decision, after pointing out that applicant seemed to 
admit that both parties had applied the word “Wearproof” to goods 
of the same descriptive properties, that the word is descriptive of 
these goods, and had been used for a longer period by the opposer 
than by the applicant, but that applicant had disclaimed the right 
to the exclusive use of the word “Wearproof” alone, the Assistant 
Commissioner said: 


“This leaves for decision the sole question as to whether the word 
‘Wearproof’ constitutes the distinctive and dominant characteristic of the 
applicant’s trade-mark. 

“The applicant’s mark consists of a figure bounded by two elliptical 
lines concentrically arranged, with the word ‘Wearproof’ printed in large 
type and substantially filling the space within said lines. The word clearly 
is the distinctive and dominating feature of the mark. 

“The distinctive and dominating feature of the applicant’s mark being 
a descriptive word, said mark is not registrable (E. McIlhenny’s Son v. 
B. F. Trappey & Sons, 1922 C. D. 98 [12 T. M. Rep. 20]).”° 


‘Millers Falls Company v. The Stanley Works, 151 M. D. 256, June 
30, 1926. 


* Patek Brothers, Inc. v. Standard Plate Glass Co., 151 M. D. 233, 
June 9, 1926. 
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Dismissal on Motion 


Kinnan, F. A. C.: Held that an opposition to the registra- 
tion of the words “Blue Goose” as a trade-mark for canned fish, 
brought by a party who had used and registered that mark for 
citrus fruits, deciduous fruits and vegetables, should not be dis- 
missed on motion. 

The ground of the decision is that, in view of certain decisions 
of the Court of Appeals, the goods of the parties are not so clearly 
of different descriptive properties that the epposer should be re- 
fused an opportunity to present testimony. 

In his decision the First Assistant Commissioner said: 


“As was stated in the case of France Milling Company, Inc. v. Wash- 
burn-Crosby Co., Inc., 7 Fed. 2d 304, C. C. A., 2nd Cir. [15 T. M. Rep. 
185], a broader protection will be granted where a purely fanciful mark 
has been adopted, used and given wide publicity than where some words 
in ordinary use are adopted in a phrase which is common-place and some- 
what suggestive. It is believed the instant case is controlled, at least to 
the extent of permitting the opposer company to go to proofs, by the 
holding of the Court of Appeals in the case of California Packing Cor- 
poration v. Halferty, 320 O. G. 700, 54 App. D. C. 88 [14 T. M. Rep. 281]. 
In that case, although the two marks involved were somewhat different, 
notwithstanding this, the court held that canned fruits and vegetables 
on which one mark was used belonged in the same general class as canned 
salmon on which the other was used. Since fruits and vegetables are 
very frequently canned, it would seem the canning of such products would 
be in the line of natural expansion of opposer’s business.” ° 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that registrant was entitled to register 
the picture of Lincoln as a trade-mark for shock absorbers and 
that no ground had been shown for cancelling the registration which 
it had obtained, notwithstanding the fact that the name “Lincoln” 
is part of the corporate name of the Lincoln Motor Company, and 
this name has been used by that company as a trade-mark for 
automobiles. 

The ground of the decision is that there are many registered 
trade-marks comprising the name “Lincoln” and the portrait of 


* American Fruit Growers, Inc. v. John Braadland, Ltd., 151 M. D. 
239, June 21, 1926. 
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Lincoln, that it is common knowledge that “Lincoln” is a name of 
both persons and places, and that automobiles and shock absorbers 


are not goods of the same descriptive properties. 


In his decision, after referring to the contentions of the peti- 
tioner for cancellation, the Assistant Commissioner said: 


“Nor does it appear from the evidence that the petitioner ever used 
the portrait of Lincoln as a trade-mark on its automobiles, or on any 
of the parts of its automobiles, or that it has the right to the exclusive 
use of the word ‘Lincoln’ except as a trade-mark for the Lincoln automo- 
bile. The records of this Office, of which judicial notice may be taken, 
show that there are many registered trade-marks comprising the name 
‘Lincoln’ and the portrait of Lincoln; and it is a matter universally known 
that Lincoln is a common name for persons and places. It would appear, 
therefore, that the Lincoln Products Co. has the right to use the word 
‘Lincoln’ as a part of its corporate name (American Steel Foundries vy. 
Robertson, Commissioner of Patents, and Simplex Electric Heating Com- 
pany, 342 O. G. 711 [16 T. M. Rep. 51]; The Duro Pump & Manufacturing 
Company vy. California Cedar Products Company, 344 O. G. 1058 [16 T. M. 
Rep. 87]). 

“Nor do the goods of the respective parties have the same descriptive 
properties. The Lincoln Motor Company has used its trade-mark only in 
connection with motor cars; The Lincoln Products Co. uses the name ‘Lin- 
coln’ and the portrait of Lincoln as trade-marks for shock absorbers. A 
structure considered as a whole, and the parts of which it is composed, 
are different things, hence have not the same descriptive properties (citing 
decisions ).” ’ 


Moore, A. C.: Held that the applicant is entitled to register 
as a trade-mark for automobile brakes and timers, a mark con- 
sisting of a diamond-shaped background, the points of which are 
cut off, superposed on a rectangle, with a diamond design along 
the corners thereof, visible only when the corners of the rectangle 
project outwardly beyond the oblique sides of the central diamond, 
and the name “Lincoln” printed on the background in a peculiar 
and distinctive style, the exclusive use of that name being dis- 
claimed other than in connection with the remaining parts of the 
mark, notwithstanding the fact that the name “Lincoln” constitutes 
a part of the corporate name of opposer, and the latter’s use of this 
mark as a trade-mark for automobiles. 

The grounds of the decision are that “Lincoln” is only a part 


‘Lincoln Motor Company v. Lincoln Products Company, 151 M. D. 
226, June 2, 1926. 
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of the opposer’s corporate name, that the name “Lincoln” has been 
used by many companies and corporations and that automobiles are 
not goods of the same descriptive properties as brakes and timers. 

In his decision, after pointing out that the name “Lincoln” 
is the surname of the vice-president and general manager of the 
Lincoln Manufacturing Company, and that the Lincoln Motor 
Company had itself disclaimed the exclusive use of the name “Lin- 


coln” in a registration which it had obtained, the Assistant Com- 
missioner said: 


“As the applicant’s mark resembles the opposer’s marks only in the 
use of the word ‘Lincoln, which each disclaims, and as said word is not 
the dominant feature of the applicant’s mark, it is believed that the use 
of the applicant’s mark would not lead to confusion in trade or be calcu- 
lated to deceive. 

As to opposer’s corporate name, it is observed that the word ‘Lincoln’ 
forms but a part thereof, and therefore the decisions in American Steel 
Foundries v. Robertson, Commissioner of Patents, and Simplex Electric 
Heating Co. (342 O. G. 711 [16 T. M. Rep. 51]), and in Duro Pump & 
Mfg. Co. vy. California Cedar Products Co, (344 O. G. 1058 [16 T. M. Rep. 
87]) appear to be controlling. In connection with the latter decision 
the applicant calls attention to many registered trade-marks and to many 
names of companies and corporations in which the word ‘Lincoln’ appears. 
Judicial notice may be taken of this fact, and also of the fact that Lincoln 
is commonly employed as the name of individuals and also as a geograph- 
ical name. 

“Nor does the automobile with which the opposer uses the word 
‘Lincoln’ have the same descriptive properties as the brakes and timers 
with which the applicant uses his mark. Clearly, an automobile, con- 
sidered as a whole, has not the same descriptive properties as each of 
the many parts of which it is composed. (G. & J. Tire Co. v. G. J. G. 
Motor Car Co., 190 O. G. 550, 39 App. D. C. 508 [3 T. M. Rep. 243].)” * 


Moore, A. C.: Held that Boston Brass Company is entitled 
to register the notations “2 in 1”’ and “3 in 1” as trade-marks for 
boiler relief valves, and The Lobl Manufacturing Company is en- 
titled to register the notation “3 in 1” as a trade-mark for hot- 
water bottles, ice bags and fountain syringes, notwithstanding the 
fact that the words “Three In One” have been registered by the 
Three In One Oil Company as a trade-mark for oil, and that these 
words constitute part of opposer’s corporate name. 

The grounds of these decisions are that the goods of the appli- 


* Lincoln Motor Co. of Michigan v. Lincoln Mfg. Co., 151 M. D. 224, 
June 2, 1926. 
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cants are not of the same descriptive properties as the goods of 
the opposer and that the notations sought to be registered are not 
the corporate name of the opposer. 

In his decision in Three In One Oil Company v. The Lobl 
Manufacturing Company, the Assistant Commissioner said: 


“But it is equally certain that the merchandise or goods of the 
respective parties do not have ‘the same descriptive properties.’ The 
applicant’s trade-mark is for hot-water bottles, ice bags and fountain 
syringes, in Class 44; whereas, the opposer’s trade-mark is for oil, in 
Class 15. 

“That the same trade-mark may be appropriated and used by differ- 
ent parties where the goods of the respective parties have not the same 
descriptive properties is evident from the plain reading of the law. (Ameri- 
can Steel Foundries v. Commissioner of Patents, 342 O. G. 711, ——U. S. 

[16 T. M. Rep. 51].) 


* * * * * * 


“And it is the practice of this Office to register the same mark in the 
name of different persons, firms or corporations where the mark is appro- 
priated and used for merchandise having different descriptive properties, 
as evidenced by the registration of approximately seventy-five trade-marks, 
of which judicial notice may be taken, consisting in some instances of the 
notation ‘3 in 1’ and in other instances of the notation ‘2 in 1’.” 


With respect to the applicability of the prohibition against 
the registration of corporate names, he said: 


“The applicant’s mark, consisting of the notation ‘3 in 1, is not the 
opposer’s complete corporate name, which is “Three In One Oil Com- 
pany. The question for decision, therefore, is whether such partial appro- 
priation is of such character and extent, that under the facts of this 
particular case, it is calculated to deceive or confuse the public to the 
injury of the opposer corporation. 


* * * * - * 


“The words ‘Three In One’ are not the salient and dominant feature 
of the opposer’s trade-name. The opposer’s trade-name is primarily an 
‘Oil Company.’ This part of the name is the part with which the public 
is first and primarily concerned. The words ‘Three In One’ have but a 
qualifying effect. They are subordinate to the words ‘Oil Company.’ A 


qualifying word, phrase, or clause may not take the place of the subject 
qualified. 


and, after referring to the Simplex case and to The Duro Pump & 
Manufacturing Company v. California Cedar Products Company, 
344 O. G. 1057 ——App. D. C. [16 T. M. Rep. 87], he said: 


“In this case, the descriptive properties of the goods of the parties 
are entirely different, the goods of neither party suggesting in the re- 
motest degree the goods of the other party. And in the Duro case the 
court found that the president of the company ‘coined’ the word ‘Duro’ 
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himself. In the instant case, neither the Three In One Oil Company nor 
its predecessors in title, the firm of G. W. Cole Company, coined the 
notation ‘38 in 1’ (Three In One). * * * 

“The opposer’s claim that he is entitled to the exclusive use of the 
notation ‘3 in 1’ (Three In One) is too broad, and is not supported by 
the law as interpreted by the Supreme Court. The contention that the 
use of the mark by another, ‘even for another class of goods,’ would be 
calculated to rob the mark of its distinctive character and quality and 
cause the mark to become common-place, could be made in every case in 
which the same mark is registered by different parties upon goods having 
different descriptive properties, and if sustained would result in but a 
single registration for each mark. This is not the law.” ® 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “‘Velva”’ printed in broken letters as a trade-mark 
for cologne spirits and rubbing alcohol, in view of the prior use 
and registration by opposer of the same mark printed in block type 
for toilet cream. 

The grounds of the decision are that, neither party having 
taken testimony, the opposer, by reason of the prima facie case 
made out by her registration, must be considered the first to have 
adopted and used the mark and that the goods are of the same 
descriptive properties. 

With reference to the latter question, the First Assistant Com- 
missioner said: 

“Both products are used in connection with the massaging of people 
in beauty parlors and barber shops. Both belong to the class of toilet 
requisites and, while one product would not be likely to be confused with 
the other in the minds of purchasers, yet it is believed they are so fre- 
quently found in the same stores and shops that confusion of origin would 
be inevitable. Parties familiar with the toilet creams of the opposer and 
regarding them as of a satisfactory or highly desirable character would 
be quite likely to conclude the rubbing alcohol and massaging prepara- 
tions of the applicant had the same origin. While applicant company 
has presented a considerable number of adjudicated cases in its effort to 


establish that it is entitled to registration, yet a careful review of such 
cases fails to sustain its contentions.” ” 


*Three In One Oil Company v. The Lobl Mfg. Co. and Boston Brass 
Co., 151 M. D. 243, 248, June 28, 1926. 

* Florence N. Lewis v. The Federal Products Co., 151 M. D. 232, 
June 4, 1926. 
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Non-conflicting Marks 


Moore, A. C.: Held that applicant is entitled to register the 
word “Pharaoh” as a trade-mark for lacquers, notwithstanding the 
prior adoption and use by opposer of the names Egyptian, Sphynx, 
Pyramide, Obelisk, Nile, Cairo, and the representation of the 
Sphinx and of an Egyptian scene as trade-marks for the same 
goods. 

The ground of the decision is that the marks are not suggestive 
of the goods, that they are not alike in appearance or sound when 
pronounced, the only resemblance being that they suggest scenes, 
traditions or historical events occurring in Egypt, and that this 
is too remote to be likely to cause confusion. 

In his decision, after pointing out that the marks are arbitrary 


and in no way suggest the goods nor the parties, the Assistant 


Commissioner said: 


“The contention of the opposer appears to be that by reason of its 
use of the several enumerated marks, it is entitled to exclude all others 
dealing in the same class of goods, or goods of the same descriptive 
properties, from associating with their goods any marks suggestive of 
any of the scenes, traditions or historical events occurring in Egypt, at 
least from and including the reign of the Pharaohs down to the present 
time. In other words, the opposer proposes to preempt Egypt as a source 
of all marks to be employed in the lacquer trade. 

“I think the opposer’s claim is too broad, and not supported by the 
law or by the authorities. 

* * * * * + 

“The identity or resemblance of trade-marks may be ascertained only 
by comparison of the marks with each other. If the one mark creates in 
the mind a picture corresponding to the essential characteristics of the 
other, or if both suggest the same object of thought, they may be said 
to bear such resemblance to each other as to confuse the mind of the 
public, but not otherwise. 

“The trade-mark ‘Pharaoh’ bears no resemblance, either as to appear- 
ance, sound, significance or suggestion, to any of the marks claimed by 
the opposer. As to suggestion, the opposer itself has recognized a regis- 
trable distinction between its own marks. 

* + + * * * 

“If these marks are identical, or if they so nearly resemble one 
another as to confuse the mind of the public, one only should have been 
registered. 

“The name ‘Pharaoh’ does not in any way suggest any of the opposer's 
marks. On the contrary, the name creates in the mind thoughts corre- 
sponding to the historical events which occurred in Egypt during the 
reign of its ancient monarchs, including the miracles and tragedies related 
in the sacred writings. 
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“If the opposer’s contentions were tenable, it would be possible by 
a wise selection of a term universal in its signification to practically 
monopolize all trade-marks for a particular class of goods.” 


Moore, A. C.: Held that the prior use and registration by 
Salant & Salant, Inc., of the words “Uncle Sam,” together with a 
conventional representation of “Uncle Sam,” as a trade-mark for 
negligee shirts, work shirts and blouses, constituted no ground for 
cancellation of the registration by Washington Manufacturing Co. 
of the words “Uncle Fuller” as a trade-mark for work shirts, or 
the registration of Samuel Zalis of the words “Uncle Willie’ as a 
trade-mark for shirts and underwear. 

The grounds of these decisions are that the marks are not 


deceptively similar, since “Uncle Sam” is associated in the public 


mind as the personification of the United States, whereas “Uncle 
Fuller” and “Uncle Willie” are merely terms which might be 
applied to any individual and no two artists would conceive of the 
same personality for one of these characters. 

In the decision in the Zalis case, the Assistant Commissioner 
said: 


“In the public mind there is but one ‘Uncle Sam’ and he is the 
United States personified. He is an international celebrity, familiar to 
all throughout the civilized world by his striking personality and unique 
costume. There is no other personality more clearly and distinctly en- 
graved upon the public mind. Hardly a day passes that he is not por- 
trayed in the public press as participating in international affairs. 

“On the other hand, there are many Uncle Willies. The term does 
not characterize any particular person, or personify any particular class. 
No two artists would conceive of the same personality for an Uncle 
Willie. 

“But assuming that the term “Uncle Willie” does in fact stand for 
some particular person or class, still there could be no confusion in the 
public mind between an Uncle Willie and Uncle Sam. Uncle Sam would 
never be mistaken for an Uncle Willie, nor would an Uncle Willie be 
mistaken for Uncle Sam. One who would be mistaken or confused as 
between the two would have no power of discrimination. 

“The testimony does not establish any such confusion or mistake in 
the use of the two marks as would justify the cancellation of the regis- 
trant’s mark.” ” 


"The Egyptian Lacquer Mfg. Co. v. The Cleveland Varnish Co., 151 
M. D. 230, June 3, 1926. 

Salant & Salant, Inc. v. Washington Mfg. Co. and Samuel Zalis, 
151 M. D. 237, 238, June 21, 1926. 
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Not Merely Corporate Name 


Moore, A. C.: Held that American Printing Ink Company, 
of Chicago, IIl., is entitled to register as a trade-mark for inks a 
composite mark consisting of the representation of a corpulent man 
in such a costume as to be suggestive of “Uncle Sam,” superimposed 
over a suggestive map of the United States, and a highly distorted 
representation of the Western Hemisphere, including the islands 
of the Pacific and the words “American Printing Ink Co.,”’ notwith- 
standing the prior use by The American Printing Ink Company, 
of Cincinnati, Ohio, of these words on its label. 

The grounds of the decision are that this composite mark is 


not merely the corporate name of the opposer, nor does it consist 


merely in words or devices which are descriptive or geographical. 


In his decision the Assistant Commissioner said: 


“A comparison of the two marks shows that there is but one element 
in common, viz., the corporate name of the parties; but the corporate name 
is but a part of the applicant’s mark, and is by no means a dominant part 
thereof. A trade-mark must be considered as an entity, and the dominant 
and distinguishing characteristics thereof must be determined by the 
effect that the picture produces upon the mind of the average observer. 
Obviously, if “Uncle Sam,” the map of the United States, and the hemi- 
sphere with an outline suggestive of the North American Continent, were 
omitted from the applicant’s mark, the identity of said mark would be 
destroyed. 


* aa * * . * 


“The applicant’s trade-mark, so far as has been shown to the con- 
trary, complies with every requirement of the law with respect to regis- 
trability.” 


With reference to a certain cancellation proceeding involving 
these same parties and the alleged deceptive act of the applicant 
in using on its labels the words “Registered Trade-Mark No. 316,” 


the Assistant Commissioner said: 


“The record shows that these questions have been adjudicated and 
are not properly before me for decision. I have considered the questions, 
however, and am of the opinion that they in no way affect the applicant's 
right to the registration of its trade-mark. It is clear to my mind that 
the mismarking of the applicant’s labels was a mistake innocently com- 
mitted, and with no fraudulent intention. It may be noted in this con- 
nection that the courts have observed a distinction between the false and 
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fraudulent description of the goods, and misstatements respecting the 
trade-mark.” * 


Testimony in Interference 


Kinnan, F. A. C.: In an interference case the Examiner 
had dissolved the interference on the ground that Crozier-Straub, 
Inc., was barred from registering the term ‘“‘Cincrete” as a trade- 
mark for bricks, blocks, tile and other building units because of 
the incorporation of Cincrete, Inc., prior to the filing of the Crozier- 
Straub application, although this incorporation was subsequent to 
the date of use claimed by Crozier-Straub, Inc. The Examiner’s 
holding was based upon the decisions in American Steel Foundries 
v. Robertson, Commissioner of Patents, 8342 O. G. 711, —— U. S. 
—— [16 T. M. Rep. 51], and Howard Company v. Baldwin Com- 
pany, 326 O. G. 685, 48 App. D. C. 487 [9 T. M. Rep. 116]. The 
question was also raised whether Cincrete, Inc., also was not barred 
from registration by reason of the incorporation of Cumberland 
Cincrete Company and Cincrete Products Company. 

Under the circumstances of the case, it was thought that the 
interference should not be dissolved, but the parties allowed to 
present testimony, since the questions as to the rights of the parties 
to registration, in view of the alleged dates of use, the dates of 
incorporation of the various companies and the dates on which the 
parties filed their applications, could be better determined inter 
partes than ex parte. In his decision the First Assistant Commis- 
sioner said: 

“If the interference is dissolved, it may be the appellee would obtain 
registration over the objections based upon the corporate names of the 
Cumberland Cincrete Company and the Cincrete Products Corporation 
and yet might not be the first to use the mark. * * * It is believed the 
facts as to prior adoption and use as well as the relation of the appellee 
to these other corporations using the word ‘Cincrete’ as part of their cor- 
porate name may be better brought out in an interference proceeding 
than an ex parte consideration of appellee’s case after the dissolution of 
the interference. On the other hand, if the appellee is not entitled to 


registration because not the first user and by reason of the lack of knowl- 
edge of the Office upon this point he obtained registration, the require- 


% The American Printing Ink Company v. American Printing Ink 
Company, 151 M. D. 257, June 30, 1926. 
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ment that the appellant should institute cancellation proceedings in order 
to free itself from the damage incident to the appellee’s registration seems 
unduly onerous.” * 


Rosertson, C.: In the case of a petition to dissolve an inter- 
ference when one party originally claimed a date of use (1921) 
later than the filing of another’s application, and, having obtained 
knowledge of that date, changed his date of use to 1911, it was 
held that the interference would be dissolved unless change of date 
is explained, the nature of earlier use shown, and non-abandonment 
proven by affidavit.’® 


4 Crozier Straub, Inc. v. Cincrete, Inc., 151 M. D. 240, June 23, 1926. 
* Buxton v. Lyttleton, 144 M. D. 117, September 12, 1923. 





